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t he Board.
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DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clainms 1-11, which constitute
all the clains in the application.

The di sclosed invention pertains to a nmethod for using
a nenory for storing data for use in a display system having a

processor for processing pixel data and having a spatial |ight
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nmodul at or (SLM for generating an imge. The invention is

particularly directed to a technique for processing two

different franmes of video data at the sane tine.
Representative claim1l is reproduced as foll ows:

1. A nethod of using a nenory for storing data for
use in a display system having a processor for processing
pi xel data and having a spatial |ight nodulator (SLM for
generating an imge, conprising the steps of:

witing a first video franme of sanples of pixel data
into said nmenory during a first frame period;

witing a second video frame conprised of sanples of
pi xel data to said nenory during a second frame period, such
that each sanple of said second video frane is witten over
t he correspondi ng sanple of said first video frane;

readi ng said data fromsaid nenory in bit-planes;

repeating said reading step such that at |east the
same nunber of bit-planes as the nunber of bits representing
each pixel intensity are read out during a display frane
peri od;

wherein one or nore of the reading steps are perforned
with data fromsaid sanples of said first video franme and data
fromsaid sanpl es of said second video frang;

delivering each of said bit-planes to said spatia
i ght nodul ator, wherein said spatial |ight nodul ator displays
such bit-planes as a display frane with said data fromsaid
first video franme and data from said second video franme in
each said bit-plane and in each said display franme; and

wherein all of said steps are repeated to generate a
conti nuous display of inages.
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The exam ner relies on the follow ng references:

| shii 4,789, 854 Dec. 06, 1988
Wakel and 5, 254, 984 Cct. 19, 1993
Ur banus 5, 255, 100 Cct. 19, 1993

Clainms 1-11 stand rejected under 35 U . S.C. 8§ 103 as
bei ng unpat ent abl e over the teachings of Urbanus in view of
Wakel and. C aim 1! al so stands rejected under 35 U.S.C. § 103
as being unpatentable over the teachings of Urbanus in view of
I shii.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’

argunents set forth in the brief along with the exam ner’s

L' Al t hough appellants respond to this rejection as if it
applies to clains 1-11, the answer and the final rejection
both list claiml as the only claimsubject to this rejection.
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rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 1-11. Accordingly, we reverse.

We consider first the rejection of clains 1-11 under
35 U.S.C. 8 103 based on Urbanus and Wakel and. In rejecting
clainms under 35 U S.C. § 103, it is incunbent upon the
exam ner to establish a factual basis to support the |egal

concl usi on of obviousness. See In re Fine, 837 F.2d 1071

1073, 5 USP2d 1596, 1598 (Fed. Cr. 1988). 1In so doing, the

exam ner is expected to nmake the factual determ nations set

forth in Gahamv. John Deere Co., 383 U S. 1, 17, 148 USPQ
459, 467 (1966), and to provide a reason why one having
ordinary skill in the pertinent art would have been led to
nodi fy the prior art or to conbine prior art references to
arrive at the clained invention. Such reason nust stem from
sone teaching, suggestion or inplication in the prior art as a
whol e or know edge generally avail able to one having ordi nary
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skill in the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837

F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cr.), cert.

denied, 488 U. S. 825 (1988); Ashland QI, Inc. v. Delta Resins

& Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657, 664

(Fed. GCr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys., Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221
USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis

of the evidence as a whole and the relative persuasi veness of

the argunents. See ld.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Passaic, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nmade by appel |l ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been
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consi dered [see 37 CFR § 1.192(a)].

Wth respect to sole independent claim1l, the exam ner
notes that Urbanus teaches the processing of pixel data for
di splay on an SLM The exam ner admits that Urbanus “does not
di scl ose the relationship between reading and witing
operations of pixel data during the first and second frane
period to and fromthe nenory” [answer, pages 3-4]. The
exam ner cites Wakel and as teaching that it was well known to
read and wite first and second overl ayi ng i mages
si mul t aneously. The exam ner concludes that it would have
been obvious to the artisan to incorporate Wakel and’ s
si mul t aneous storage and reading of first and second i nages
into the device of Urbanus in order to decrease the required
menory size [id., page 4].

Appel l ants argue that the definition of bit-planes as
set forth in their specification is different fromthe bit-
pl anes of Wakel and. Appellants also argue that the clai ned
invention recites the processing of two different franes of
dat a whereas Wakel and teaches the processing of two
superinposed inages within the sane data franme [brief, pages
4-6]. The exam ner responds that Wakel and’ s bit-planes are
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the sane as appellants’ bit-planes and that the clai ned
si mul t aneous processing of two franes of data as broadly
interpreted is nmet by the teachings of Wakel and [ answer, page
7] .

We are not persuaded by appellants’ first argunment
that the bit-planes of claim1l are different fromthe bit-
pl anes of Wakel and because it appears to us that Urbanus
t eaches the conversion of pixel data into bit-plane data for
display on an SLM Thus, Wakel and is not needed to teach this
feature of the clained invention. However, we are persuaded
by appel l ants’ second argunment. The entire thrust of
appel lants’ invention results fromthe sinmultaneous processing
of two different frames of data. As argued by appellants,
Wakel and is concerned with the processing of two i nages to be
superinposed within the sane frane of data and has nothing to
do with the sinultaneous processing of data fromtwo different
frames of data. W can find nothing in Wakel and to support
the exam ner’s bare assertion that Wakel and suggests the
si mul t aneous processing of two different frames of data.

Therefore, the exanm ner has failed to establish a prima facie

case of the obviousness of independent claim1l based on the
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t eachi ngs of Urbanus and Wakel and.

For all the reasons di scussed above, we do not sustain
the examner’'s rejection of independent claim21 based on
Ur banus and Wakel and. Since clains 2-11 depend fromclaim 1,
we al so do not sustain the exam ner’s rejection of these
cl ai ns.

We now consider the rejection of claim1l based on the
teachi ngs of Urbanus and Ishii. The exam ner’s reliance on
Ur banus has been di scussed above, and the exam ner cites |shi
for essentially the same reasons di scussed above with respect
to Wakel and. Appellants argue that Ishii suffers the exact
sanme deficiencies which were di scussed above with respect to
the rejection based on \Wakel and.

W agree with the position argued by appell ants.
Ishii, like Wakel and, is concerned with the processing of two
different images to be superinposed within the sanme franme of
data, and not with the sinultaneous processing of an inmage
fromtwo different franes of data. Therefore, we do not
sustain this rejection of claim1l1 for the sane reasons
di scussed above with respect to the rejection based on U banus

and Wakel and.
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In sunmary, we have not sustained either of the

exam ner’'s reactions of clains 1-11. Therefore, the decision

of the examner rejecting clains 1-11 is reversed.

REVERSED

ERROL A. KRASS
Adm ni strative Patent Judge

JERRY SM TH
Adm ni strative Patent Judge

ANl TA PELLMAN GRCSS
Adm ni strative Patent Judge
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